United States Patent and Trademark Off[C£_ 



C-MTED «TA t'»i.S DEPARTMENT <>(•* COMMESCX 
United States Patent and IVadCTiiark Office^ 
Addtsss: OOMMISSfONER fO^l PATHOTS 
P-.O. nfi.-: ]4S(l 



APPLICATION -NO. 



f--(L!?^C: DATE 



FiJt^T NAMED [NlVENTOIt 



ATrC))<NBYD(XrKBTNO. CONFJliMATlOtS NO. 



09/932,] 24 



OS/ i 7/200 1 



CariiiCT FiosbacJi 



239(>6 7S90 i vmmm 

B I DU PONT DE NEMOURS AND COMPANY 

LEGAL PATENT RECORDS CENTER 

BARLEY MILL PLAZA 25/1 128 

44 17 LANCASTER PIKE 

WILMINGTON, DE 19805 



J-A1013USNA 



SHORT, PATRiCIA A 



PAPERNUMBtiR 



DATE MAILED: 1 1/03/'2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/932,124 


App[icant(s} 

FLOSBACH ET AL. 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, hov^ever, may a reply be timeiy filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- Jf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS imm the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term ad]ustnnent. See 37 CFR 1 ,704(b). 

Status 

1)IEI Responsive to connmunication(s) filed on 17 September 2003 . 
2a)n This action is FINAL. 2b)!E This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quay!e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) M Claim(s) 12-22 is/are pending in the application. 

4a) Of the above claim(s) 18-22 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 1^ Claim(s) 12-17 is/are rejected. 
?)□ Glaim(s) is/are objected to. 

3)\Z\ Clajm(s) are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification Is objected to by the Examiner. 

1 0) n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) n The proposed drawing correction filed on is: 3)0 approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(8)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) Information Disclosure Statement(s) {PTO-1449) Paper No(s) . 6) □ Other: 
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This action is in response to the request for continued examination (RCE) and amendment 
filed on September 17, 2003. 

Claims 18-22 are withdrawn from fiarther consideration pursuant to 37 CFR 1. 142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. Election 
was made without traverse in Paper No. 7. 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 12-14, 16 and 17 rejected under 35 U.S. C. 102(b) as being anticipated by 
Miyabayashi '890. The reference teaches coating agents comprising non-aromatic polyester 
polyol and blocked polyisocyanate in amounts required in the claims. See Example 8 and Tables 
1 and 3. The polyester polyol is prepared from (cyclo)aliphatic polyol and aliphatic dicarboxylic 
acid and has an acid value of 3.8, hydroxy value of 446.1, number average molecular weight of 
623 and a hydroxy! functionality of 5. 
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Claims 12-17 are rejected under 35 U.S. C. 103(a) as being unpatentable over Miyabayashi 
'890. The reference is discussed above. Additionally, dicarboxylic acids include dimer acid. See 
col. 4, line 57. It would have been obvious use a combination of a dimer acid and another 
dicarboxylic acid such as adipic acid used in Example 8 of the reference for their intended purpose 
as the dicarboxylic acid component of the polyester polyol in the coating compositions of 
Miyabayashi. See In re Kirkhoven 205 USPQ 1069 (CCPA 1980). 

P. Short 
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